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earned patent term adjustment. See 37 CFR 1.704(b). 
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2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION U 



Response to Arguments 

1 . Applicant's arguments filed June 14, 2004 have been fully considered but they are not 
persuasive. 

2. Regarding claims 1 and 7, applicant has added the new limitation of stopping the 
recording operation while said recording operation is being executed. However, it is the position 
of the examiner that this newly added limitation does not overcome the prior art, in particular 
Nakao. Applicant points out that Nakao only discloses storing the image in the recording 
medium when the cross key is depressed. The examiner agrees with this point. However, the 
examiner still believes that the claim language is still broad enough that Nakao can still read on 
the claimed invention. 



As pointed out by the applicant, the recording operation is defined in the claims as 

"recording operation by which image data is recorded in the recording medium". As disclosed in 

the previous office action: 

A preview image is captured and before it is stored in the smart medium, a user 
determines whether or not the captured image is acceptable. If the image is not 
acceptable the user operates the cross key (46) to display the moving image again, 
inherently erasing the preview image. If the user decides to keep the image, the user 
operates the execution key (48), saving the image to the smart medium. The capture of 
the image is performed using the shutter button (26, col. 3, lines 1-5), which begins the 
recording process. The stopping of the image recording process is performed using the 
cross key (46). In this case the recording process is interpreted to be the entire process of 
collecting the image data, previewing the image, and making a determination as to 
whether or not to store the image. 

The operation, as described in Nakao, results in an image being recorded in the recording 
medium. Therefore, it is the opinion of the examiner that Nakao does disclose a "recording 
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operation by which said image data is recorded in a recording medium". Furthermore, the 
recording operation is interrupted while the recording operation is being executed and before the 
recording operation is completed, since the recording operation is defined as the entire process of 
previewing the image and then eventually storing the image in the recording medium. In 
summary, the examiner feels that the phrase "recording operation" is sufficiently broad enough 
for Nakao to be read on the claimed invention. 

3. In response to applicant's argument that the examiner's conclusion of obviousness for the 
rejection based on Nakao and Suetaka is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See In 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

4. For the reasons stated above, the rejections from the previous office action will be 
repeated. Please see additional comments on the newly added claims 



Claim Objections 

5. Claims 3-5 and 8-10 are objected to under 37 CFR 1.75 as being a substantial duplicate 
of claims 12-17, respectively. When two claims in an application are duplicates or else are so 
close in content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of the 
allowed claim. See MPEP § 706.03(k). 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

7. Claim 7 is rejected under 35 U.S.C. 102(e) as being anticipated by Nakao et aL (U.S. 
Patent No. 6,636,264). 

8. Regarding claim 7, Nakao discloses in column 5, line 52 to column 6, line 6 an electronic 
still camera capable of previewing an image. A preview image is captured and before it is stored 
in the smart medium, a user determines whether or not the captured image is acceptable. If the 
image is not acceptable the user operates the cross key (46) to display the moving image again, 
inherently erasing the preview image. If the user decides to keep the image, the user operates the 
execution key (48), saving the image to the smart medium. The capture of the image is 
performed using the shutter button (26, col. 3, lines 1-5), which begins the recording process. 
The stopping of the image recording process is performed using the cross key (46). In this case 
the recording process is interpreted to be the entire process of collecting the image data, 
previewing the image, and making a determination as to whether or not to store the image. 
Therefore, the recording operation is stopped while the recording operation is being executed and 
before the recording operation is completed. Inherently the camera would include a 
microprocessor or CPU for controlling the starting and stopping of the recording process. 
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Claim Rejections - 35 USC§103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10 Claims 1 and 2 are rejected under 35 U.S.C 103(a^ as being unpaten table over 
Nakao et aL (U.S. Patent No. 6,636,264^ in view o f Suetaka et al. (U.S. Patent No. 
5,032,930V 

11. Regarding claim 7, Nakao discloses in column 5, line 52 to column 6, line 6 an electronic 
still camera capable of previewing an image. A preview image is captured and before it is stored 
in the smart medium, a user determines whether or not the captured image is acceptable. If the 
image is not acceptable the user operates the cross key (46) to display the moving image again, 
inherently erasing the preview image. If the user decides to keep the image, the user operates the 
execution key (48), saving the image to the smart medium. The capture of the image is 
performed using the shutter button (26, col. 3, lines 1-5), which begins the recording process. 
The stopping of the image recording process is performed using the cross key (46). In this case 
the recording process is interpreted to be the entire process of collecting the image data, 
previewing the image, and making a determination as to whether or not to store the image. 
Therefore, the recording operation is stopped while the recording operation is being executed and 
before the recording operation is completed. Inherently the camera would include a 
microprocessor or CPU for controlling the starting and stopping of the recording process. 
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Nakao, however, fails to disclose that the stopping of the recording process is actuated by 
depressing the shutter button. Suetaka, on the other hand, discloses that it is well known in the 
art to use a shutter button to designate if an image should be erased. As shown in column 7, lines 
30-33, Suetaka discloses that the shutter switch (17) is used to delete a designated image. By 
using the shutter button instead of the cross key of Nakao to delete image data, less buttons can 
be placed on the camera, further promoting miniaturization. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the shutter 
button of Nakao to designate whether or not to save or erase an image so space can be conserved 
and the camera can be miniaturized. 

12. As for claim 2, Suetaka discloses that after an image is captured it can be deleted by 
depressing the shutter button (17). When used in conjunction with Nakao, it would have been 
obvious to cancel the recording operation using the shutter button. 



13 Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over N akao et al. 
OJ.S. Patent No. 6,636,264) in view of Suetaka et al. OLS. Patent No. 5.032.93(T > and further 
in view of Nishi (U.S. Patent No. 6,249,313) 

1 4. Regarding claim 6, as mentioned above in the discussion of claim 1 , both Nakao and 
Suetaka disclose all of the limitations of the parent claim. However, neither of the 
aforementioned references discloses a photographing parameter setting processor, that after the 
recording operation is stopped, sets a first photographing parameter as a second photographing 
parameter. Nishi, on the other hand, discloses that it is well known in the art to use a parameter 
from a deleted image as a parameter for a next recording operation. More specifically, as shown 
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in column 13, line 60 to column 14, line 3, Nishi discloses that the frame number of a deleted 
image is used as a frame number of the next picture taking operation. In this case, the parameter 
is interpreted to be a frame number. This feature allows a memory to fully control the number of 
frames left for recording and promotes efficient use of the memory. Therefore, it would have 
been obvious to carry over a parameter from a deleted image to a next image so that efficient 
memory use is utilized. 

15 Claim 11 is rejected under 35 U.S.C. 103(st) as being unpatentable over Nakao et al. 
(U.S. Patent No. 6.636,2641 in view of Nishi (U.S. P atent No. 6.249.313V 

1 6. Regarding claim 11, as mentioned above in the discussion of claim 7, Nakao discloses all 
of the limitations of the parent claim. However, Nakao fails to disclose a photographing 
parameter setting processor that, after the recording operation is stopped, sets a first 
photographing parameter as a second photographing parameter. Nishi, on the other hand, 
discloses that it is well known in the art to use a parameter from a deleted image as a parameter 
for a next recording operation. More specifically, as shown in column 13, line 60 to column 14, 
line 3, Nishi discloses that the frame number of a deleted image is used as a frame number of the 
next picture taking operation. In this case, the parameter is interpreted to be a frame number. 
This feature allows a memory to fully control the number of frames left for recording and 
promotes efficient use of the memory. Therefore, it would have been obvious to carry over a 
parameter from a deleted image to a next image so that efficient memory use is utilized. 
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Allowable Subject Matter 

17. Claims 3-5 and 8-10 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

18. The following is a statement of reasons for the indication of allowable subject matter: 
Regarding claim J, the primary reason for indication of allowable subject matter is that 

the prior art fails to teach or reasonably suggest stopping the recording operation by depressing 
the shutter button a plurality of times within a predetermined period. 

As for claims 4 and 9, the primary reason for indication of allowable subject matter is 
that the prior art fails to teach or reasonably suggest stopping the recording by stopping an 
exposure of the imaging device. 

With regard to claims 5 and 10, the primary reason for indication of allowable subject 
matter is that the prior art fails to teach or reasonably suggest stopping the recording by stopping 
a reading operation of an image signal from the imaging device. 

Regarding claim 8, the primary reason for indication of allowable subject matter is that 
the prior art fails to teach or reasonably suggest that the recording operation is stopped by 
operating both the recording operation stop switch and the shutter button. 

Any response to this final action should be mailed to: 
Box AF 

Commissioner of Patents and Trademarks 
Washington, D C. 20231 

or faxed to: 
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(703) 308-6306, (for formal communications; please mark "EXPEDITED 
PROCEDURE"; for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington. VA., Sixth Floor (Receptionist). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John M. Villecco whose telephone number is (703) 305-1460. 
The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on (703) 305-4929. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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